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Kiwi ihc INTERNATIONAL BUREAU 
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PRELIMINARY REPORT ON PATENTABILITY 
(CHAPTEk 1 OF THE PATENT COOPERATION 
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<PCT Rule 44bts.l(c)) 
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Uniondale NYiisszff ill III ill 

etats-unis D'Ai^iWcMt ^ - 6 2006 null 


29 June 2006 (29.06.2005) 


Applicants nrugcMV file reference 
ACA6325(1321-6PCT) 


IMPORTANT NOTICK 


Inlunuilioruil application No. 

PCT/US2004/042087 


International llling dale t<Jn\-A*umth/xtwr) 

15 December 2004 (15. 12.2004) 


Prit >ril y dale {<Ui\fau*wh/\vtir) 

19 December 2003 (19.12.2003) 


SUPRESTA LLC et a! 



The lntemuiii.ii.-il Kureau transmits herewith u copy of the mlvTnotkntal preliminary rvpon on patcnl:ibiliiv f Chapter I *rihe Paienl roonerulH 



l"ho International Bureau of Wl]\> 
chemin des Colomhetics 
1211 Geneva 20. Switzerland 



facsimile No, +4 J 22 7-l1> 14 



1**1*11 1 PlHYIR/VYi < l;it*t:.rv ~>tX\y\ 



Authorized officer 

Beats Giffo-Schmitt 

l ; ucsimile No. +4 1 22 338 87 20 
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PATENT COOPERATION TREATY 

PCT 



INTERNATIONAL PRKUMINAKY REPORT ON PATKNTABJLlTY 

tChapicr I or the Patent Coopcnilion Trcnly) 

(PCT Rule 44M.O 





ACA6325(1321-6PCT) 


KOR KUKTHKR ACTION 


Soo item J he low 




Intemulionu) application No. 
PCTAJS2004/042087 


International filing dme uhtv/nhmihSvear) 
15 December 200d (1 5.12.2004) 


Priority Kh\\M(JaW?>u*urli/vrttr) 

19 December 2003 (19.12.2003) 




KHcnutHNiol llitcm < kissshciitkMi f Klh edition unless older edition ImKuited) 
See relevant Information in Form PCT/fSA/237 






SUPRESTA LLC 



1 . 'n.« Iniemiiiional iwtiinlnary report on patentability (Chapter h is famed hy iho International Bureau on bchuirof the 
ImcnuiHMKil Searching Authority under Rule 4<l rV.v. | (a). 

2. Thijt KURORT consists Of a lolal of 7 thuds, including this cover sheet. 

In the mmhttJ slices, any reference lo the written opinion of the International Searching Au.horilv should he ™d «« a reference 
in iho inlernattonal preliminary report on p^ieniahihiy (Chapter I) instead. " ".M-rvnco 



This report contains indications rcl«Hn>j u> the following items: 

Basis of the rejH>ri 
Priority 





Box No. 1 


□ 


Bo* Nt», It 


SI 


Box No. HI 


□ 


Box No. |V 


El 


Box No. V 


□ 


Hox No. VI 


□ 


Box No. VU 


□ 


Box No. VJJJ 



Non-establishment ol opinion with regard to novelty, inventive step aiul industrial 
applicability 

I AK-k of unity of invention 

Reasoned statement under Article 35(2) wilh regard to novelty, inventive step or industrial 
applicability: citations and explanations supporting such statement 

Certain documents cited 

Certain delects in the international application 

Certain observations on the international application 



4 " not" excIrTwh^ ^lu™ ™ m ™ u ™« ti ,Ms *» deviated CIITfao in accordance with Rules 44/*.3| C t ami 9 W*. \ hu 

da!; <Ruie PP " CXP ~ SS IVV,UCS, Um,Cr Artk,L * ^ (2K b ° r " rc ,h * ^^n^ion of 30 months from the priori 



priority 





IXtfc of issuance of this report 
20 June 2006 (20.08.2006) 




't he international Bureau of \VIP( > 


Authorized officer 




.*4. chctnin des Oolomhottcs 


BeateGiffo-Schmitt 




JZll Cicncva 20, Swii/jcrland 




l-ucsiniile No. +J t 22 740 14 35 


Telephone No. +4t 22 338 87 20 




corm I ahvj #3 < January 2004 > — 1 
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From the 

INTERNATIONAL SEARCHING AUTHORITY 



#4838 P. 004 



rec'd 0 7 APR 2005 



W!PO 



PCT 



To: 






PCT 


see form PCT/ISA/220 




WRITTEN OPINION OF THE 
INTERNATIONAL SEARCHING AUTHORITY 

(PCT Rule 436/S.1) 






Dal© of mailing 
(daytnonthyvar) soc 


> form PCT/ISA/210 (second sheet) 


Applicant's or agent's fife refetsnoe 

see form PCT/ISA>220 


FOR FURTHER ACTION 

See paragraph 2 below 


international application No. 
PCTAJS2004/042087 


international filing date (dayfaonthArear) 
15.12.2004 


Priofity date (d^y/month^ar) 
19.12.2003 


international Patent Classification (IPC) or both national classification and IPC 
C0SK5/5419, C08L69/00, CO8L670O 




Applicant ' " " " " 
SUPRESTA LLC 



This opinion contains indications relating to the following items: 
i 



El Box No 

□ Box No. II 
IS Box No. Ill 

□ Box No. IV 
IS Box No. V 

□ Box No. VI 

□ Box No. VII 

□ Box No. VIII 



Basis of the opinion 
Priority 

Non-establishment of opinion with regard to novelty, inventive step and Industrial applicability 
Lack of unity of invention 

Reasoned statement under Rule 43fcfe.1 (a)(i) with regard to novelty, inventive step or industrial 
applicability; citations and explanations supporting such statement 

Certain documents ctted 

Certain defects In the international application 

Certain observations on the international application 



2. FURTHER ACTION 

If a demand for international preliminary examination is made, this opinion will usually be considered to bo a 
written opinion of the International Preliminary Examining Authority ("I PEA"). However, this does not appfy where 
the applicant chooses an Authority other than this one to be the IPSA and the chosen 1PEA has notifed the 
International Bureau under Rule 66.1c4S(b) that written opinions of mi© International Searching Authority 
wi« not be so considered. * 7 

If this opinion is as provided above, considered to be a written opinion of the IPEA. the applicant is invited to 
submrt to the IPEA a written reply together, where appropriate, with amendments, before the expiration of three 
months from the date of mailing of Form PCT/>SA£20 or before the expiration of 22 months from the priority date, 
whichever expires later. 7 

For further options, see Form PCT/lSAy22D, 

3. For further details, see notes to Form PCT/1SA/220. 



Name and mailing address of th© ISA; 



European Patent Ofik» 
D-80298 Mimteh 
Tel. +49 89 2399 - 0 Tx: 523858 
Fax:+49 89 2399-4465 



epmud 



Authorized Officer 
Telephone No. +49 1 



Form (PCTASAj237\ iCovnr Shft#>t) (January 20O4\ 
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SEE^^^ . international application No. 

INTERNATIONAL SEARCHING AUTHORITY PCT/US2004v042087 



Box No* 1 Basis of the opinion 



^ ^JSE^ t ^T? ,a9e V, t . h ? opinlon ^ b0en on the basis of the international application in 

the language in which rt was filed, unless otherwise indicated under this item. 

□ This opinion has been established on the basis of a translation from the original language into the following 
language , which is the language of a translation furnished for the purposes of international search 
(under Rules 12,3 and 23.1(b)). 

2. With regard to any nucleotide andtor amino acid sequence disclosed in the international application and 
necessary to the claimed Invention, this opinion has been established on the basis of: 

a. type of material: 

□ a sequence listing 

□ tab)e(s) related to the sequence listing 

b. format of material: 

□ in written format 

□ in computer readable form 

c. time of filing/furnishing: 

□ contained in the international application as filed. 

□ liled together with the international application in computer readable form. 

□ furnished subsequently to this Authority for the purposes of search. 

3. □ in addition, m the case that more than one version or copy of a sequence listing andtor table relating thereto 

has been filed or furnished, the required statements that the information in the subsequent or additional 
copies is identical to that in the application as filed or does not go beyond the application as filed, as 
appropriate, were furnished. 

4. Additional comments; 



Form PCTAKA/?*7 /.bmnarv 
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WRITTEN OPINION OF THE 
INTERNATIONAL SEARCHING AUTHORITY 



International application No. 
PCTAJS2004/042087 



Box No. Ill Non-establishment of opinion with regard to novelty, inventive step and industrial 
applicability 

The questions whether the claimed invention appears to be novel, to involve an inventive step (to be non 
obvious), or to be industrially applicable have not been examined in respect of: 

□ the entire international application, 

El claims Nos. 1-12 



□ the said international application, or the said claims Nos. relate to the following subject matter which 
does not require an international preliminary examination (specify): 

□ the description, claims or drawings (indicate particular elements betow) or said claims Nos. are so 
unclear that no meaningful opinion could be formed (specify): 

EJ the claims, or said claims Nos. 1-12 are so inadequately supported by the description that no meaningful 
opinion could be formed. 

H no international search report has been established for the whole application or for said claims Nos. 1-12 

□ the nucleotide andtor amino acid sequence listing does not comply with the standard provided for in Annex 
C of the Administrative Instructions In that: 

Ihe written form □ has not been furnished 

□ does not comply with the standard 

the computer readable form □ has not been furnished 



□ the tables related to the nucleotide andfor amino acid sequence listing, if in computer readable form only, do 
not comply with the technical requirements provided for in Annex C-bi$ of the Administrative Instructions. 

□ See separate sheet for further details 



because: 



□ 



does not comply with the standard 
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WRITTEN OPINION OF THE International application No. 

I NTE RN ATI ON AL SEARCHING AUTHORITY PCT/US2OO4042O87 



Box No. V Reasoned statement under Rule 43&/S.1 (a)(1) with regard to novelty, Inventive step or 
industrial applicability; citations and explanations supporting such statement 

1. Statement 

Novelty (N) Yes: Claims 13-37 

No: Claims 

Inventive step (IS) Yes: Claims 13-37 

No: Claims 

Industrial applicability (IA) Yes: Claims 13-37 

No: Claims 



2 Citations and explanations 
see separate sheet 
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WRITTEN OPINION OF THE International application No 

INTERNATIONAL SEARCHING 

AUTHORITY (SEPARATE SHEET) PCT/US2004/042087 



CanSfiming Paragraph 111 

The subject matter of claims 1 -12 has not been searched and is not to be examined hereafter. 
Besides, the I PEA agrees with the objection raised by the ISA that the subject matter of claims 
1-12 lacks support/disclosure according to Art. 5-6 PCT. 



Concerning ParqgjaRkV 

1 Relevant document : 

D1: US 2003/060548 A1 
D2: EP-A-0 497 004 
D3: US 2003/199631 A1 
D4: DE28 32 342A1 

D5: DATABASE CA [Online] CHEMICAL ABSTRACTS SERVICE, COLUMBUS, OHIO, 
US; 28 February 1 978 (1 978-02-28), LASOCKI, ZYGMUNT ET AL: "Thermosetting 
and thermoplastic silicone resins" 

2. Novelty: Art. 33(2) PCT 

2.1 a) D4 discloses aromatic polycarbonate compositions comprising aryloxysrloxane 
oligomers which encompass compounds according to present claim 13. Arylalkylsilyl 
compounds are, however, not specifically disclosed and may only be described from D4 after 
performing at least two selections, e,g. R1 = Alkyl and R2= Aryl. 

b) None of D1 -D3 discloses the claimed arylalkylsilyl oligomers according to claims 13-36. 

c) The subject matter of claims 1-36 is, thus, novel D1-D4. 

2.2 None of the cited documents discloses a method for making the oligomers according to 
claim 13 from alkyltrichlorosilane and diphenols according to claim 37. D5, which uses the 
same reactants, discloses a different preparation method leading to different compounds. 

3. Inventive step: Art. 33f3) PQT 

3.1 D4 teaches the use of the oligomers as plastifiers and not as flame retardant and is 
disregarded for the assessment of the inventive step. 



Form PCT/1SA/237 (Separate Sheet) (Sheet 1) (EPO- January 2004) 
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WRITTEN OPINION OF THE 
INTERNATIONAL SEARCHING 
AUTHORITY (SEPARATE SHEET) 



International application No. 



PCT/US2004/042087 



3.2 Starting from any of D1-D3 as closest prior art, the skilled person would have found no 
hint to provide flame retardant compositions substantially free of haloorganic ccmpounds and 
phosphate flame retardant by using the oligomers as claimed. The subject matter of claims 
13-36 is inventive. 

3.3 None of the cited documents renders the subject matter of the method claim 37 obvious. 
4. The subject matter of claims 1 -37 is industrially applicable. 



Form PCT71SA/237 (Separate Sheet) (Shoot 2) (EPO- January 2004) 
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